UNITED ST^S DEPARTMENT OF COMMERCE 
Patent and Trademark Office 

Address: COMMISSIONER OF PATErTTS AND TRADEMARKS 
Washington. D.C. 20231 ^ ^ 


APPUCATION NO. 1 FILING DATE 


FIRST NAMED INVENTOR 


I ATTORNEY DOCKET NO. 


09/451,666 


11/30/99 


ITO 


07898-051001 


P 020985 HM12/0110 
FISH Z< RICHARDSON, PC 
4350 LA JOLLA VILLAGE DRIVE 
SUITE 500 

SAN DIEGO CA 92122 


EXAMINER 


FORM AN, B 


ART UNIT 


PAPER NUMBER 


1655 
DATE MAILED: 


01/10/01 


Please find below and/or attached an Office communication concerning this application or 
proceeding. 

Commissioner of Patents and Trademarks 


PTO-90C (Rev. 2/95) 


U.S. G.P.0. 1999 46(W93 


1- File Copy 


Office Action Summary 


Application No. 

09/451.666 


Examiner 

BJ Forman 
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ITO ET AL. 
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"Ts'hORTENED statutory period for reply is set to expire 3 MONTH(S) FROM 

. II No'p«l.<l !« r«W « .1«C»M >b»> " "-r'jn.'SS.IS o »!o!o. ABANDONED (35 U^S C, 1 1 3)). 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 m Responsive to communication{s) filed on ?2 November 2000 . 
2am This action is FINAL. 2b)D This action is non-final. ^,rit. is 

3 n Since this application is in condition for allowance except for formal matters Prosecu^on as to the ments ,s 
SdhaccorSLe with the practice unde^ 1935C.D. 11,453 0.0.213. 

Disposition of Claims 

4) E1 Claim(s) t20 is/are pending in the application. 

4a) Of the above claim(s) 4^5 is/are withdrawn from consideration. 

5) 0 Claim{s) is/are allowed. 

6) IEI Claim(s) 1-3 and 16-20 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) D Claims are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are objected to by the Examiner. 

11) 0 The proposed drawing correction filed on is: a)D approved b)D disapproved. 
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DETAILED ACTION 

1. This action is in response to papers filed 22 November 2000 in Paper No. 15 in which 
claims 1-3 were amended and claims 16-20 were added. All of the amendments have been 
thoroughly reviewed and entered. The previous rejections in the Office Action of Paper No. 1 1 
dated 7 July 2000 under 35 U.S.C. 112, second paragraph are withdrawn in view of the 
amendments. The previous rejections under 35 U.S.C. 102(e) over Takashi et al. are 
withdrawn in view of the English translation of the Japanese priority application no 
341604/1998 submitted in Paper No. 15. The previous rejections under 35 U.S.C. 102(e) over 
Beattie (U.S. Patent No. 5,843,767) and Winkler et al. (U.S. Patent No. 6,040,193) are 
maintained. All of the arguments have been thoroughly reviewed and are discussed below. 
New grounds for rejection are discussed. 

Currently claims 1-3 and 16-20 are under prosecution. 


Claim Rejections ■ 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another 
f lid in the United States before the invention thereof by the apphcan ^^^tent or on an 

nternational application by another who has fulfilled the requirements of paragraphs (1), 
(2), a^id (4) of section 37 1(c) of this title before the invention thereof by the applicant for 
patent. 

3. Claims 1-3 are rejected under 35 U.S.C. 102(e) as being clearly anticipated by Beattie 
(U.S. Patent No. 5,843,767, filed 10 April 1996). Claims 1-3 are drawn to a biochip comprising 
probes spotted on a plate at a plurality of positions wherein a binding agent is spotted at the 
positions where the probes are spotted. For purposes of examination, the claims are 
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interpreted as a biochip comprising probes spotted on a plate and the term "spotted" is 
interpreted as being characterized by the appearance of spots. 

Regarding Claim 1, Beattie teaches a biochip comprising probes spotted on a plate at a 
plurality of positions (Column 5, lines 28-44) wherein a binding agent is spotted is locally 
spotted at positions where the probes are spotted (Column 6, lines 21-25). 

Regarding Claim 2, Beattie teaches the biochip of Claim 1 wherein the plate is a glass 
(Column 6, lines 21-25). 

Regarding Claim 3, Beattie teaches the biochip of Claim 1 wherein the binding agent is 
silylation-coating i.e. epoxysilane (Column 6, lines 21-25). 

Response to Arguments 

4. Applicant argues that the binding agent of Beattie is not locally spotted at positions 
where probes are spotted, but rather the binding agent is distributed over the entire surface of 
the glass wafer. This argument is not found persuasive because Beattie specifically teaches 
localized spotting i.e. a glass substrate is derivatized in confined regions with epoxysilane 
(Column 4, lines 49-52) to thereby fix oligonucleotides in isolated and discrete regions of a 
substrate derivatized with epoxysilane (Column 6, lines 21-25). 

5. Claims 1-3 rejected under 35 U.S.C. 102(e) as being clearly anticipated by Winkler et al. 
(U.S. Patent No. 6,040,193, filed 4 August 1998). Claims 1-3 are drawn to a biochip comprising 
probes spotted on a plate at a plurality of positions wherein a binding agent is spotted at the 
positions where the probes are spotted. For purposes of examination, the claims are 
interpreted as a biochip comprising probes spotted on a plate and the term "spotted" is 
interpreted as being characterized by the appearance of spots. 

Regarding Claim 1, Winkler et al. disclose a biochip comprising probes spotted on a 
plate at a plurality of positions (Column 2, lines 18-34) wherein a binding agent is locally 
spotted at positions where the probes are spotted (Column 23, lines 9-32) and wherein the 
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binding agent is "spotted" by deprotecting the plate at the plurality of positions (Column 23, 
lines 30-50). 

Regarding Claim 2, Winkler at al. disclose the biochip of Claim 1 wherein the plate is 

glass (Column 23, lines 30-32). 

Regarding Claim 3, Winkler et al. disclose the biochip of Claim 1 wherein the binding 

agent is silylation-coating (Column 23, lines 30-32). 

Response to Arguments 

fi Aoolicant argues that the biochip of Winkler et al. does not have binding agent locally 
totted afislSoSTere the probes are spotted, but rather the entire -^^--^ ^^^^f ^^""^^^ 
fs derlvat zed This argument is not found persuasive because Wmkler clearly teaches a 
bindrg ient (Jolumn'^2, lines 18-24) is locally spotted wherein the P-f-red e-bod.^^^^ 
comprises a substrate characterized by the appearance of spots (Column 2, Imes 27-34). 

New Claims 

7. Claims 16 & 18-20 are rejected under 35 U.S.C. 102(e) as being clearly anticipated by 
Beattie (U.S. Patent No. 5,843,767, filed 10 April 1996). 

Regarding Claim 16, Beattie discloses the biochip of Claim 1 wherein the probe 
comprises DNA (Example 4, Columns 13-14). 

Regarding Claim 18, Beattie discloses the biochip of Claim 1 wherein the probe 
comprises protein (Column 8, lines 55-63). 

Regarding Claim 19, Beattie discloses a method for producing the biochip of Claim 1 
comprising spotting the mixtures of probes i.e. the oligonucleotides are flowed into the pores 
(Column 13, line 66-Column 14, line 1) and the binding agent on the plate i.e. the epoxysilane 
is flowed into the pores (Column 13, lines 55-60). 

Regarding Claim 20. Beattie discloses a method for producing the biochip of Claim 1 
comprising spotting the binding agent for binding the probes to the plate a positions where the 
probe are to be spotted i.e. the epoxysilane is flowed into the pores (Column 13. lines 55-60); 
and spotting the probes on the plate at positions where the binding agent is spotted i.e. the 
oligonucleotides are flowed into the pores (Column 13, line 66-Column 14, line 1) 
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8. Claims 16-20 rejected under 35 U.S.C. 102(e) as being clearly anticipated by Winkler et 
al. (U.S. Patent No. 6,040,193, filed 4 August 1998). 

Regarding Claim 16, Winkler et al. disclose the biochip of Claim 1 wherein the probe 
comprises DNA (Column 6, lines 26-29). 

Regarding Claim 17, Winkler et al. disclose the biochip of Claim 1 wherein the probe 

comprises RNA (Column 6, lines 26-29). 

Regarding Claim 18, Winkler et al. disclose the biochip of Claim 1 wherein the probe 
comprises protein (Column 5, lines 38-47). 

Regarding Claim 19, Winkler et al. disclose a method for producing the biochip of 
Claim 1 comprising spotting the mixtures of probes (Column 3, lines 29-31) and the binding 
agent on the plate (Column 3, lines 42-47). 

Regarding Claim 20, Winkler et al. disclose a method for producing the biochip of Claim 
1 comprising spotting the binding agent for binding the probes to the plate a positions where 
the probe are to be spotted (Column 3, lines 42-47); and spotting the probes on the plate at 
positions where the binding agent is spotted (Column 3, lines 29-31). 


9. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant 
is reminded of the extension of time policy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
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CFR 1.1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 


Conclusion 

10. No claim is allowed. 

11. Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to BJ Forman whose telephone number is (703) 306-5878. The examiner can normally be 
reached on 6:45 TO 4:15. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Gary 
Jones can be reached on (703) 308-1 152, The fax phone numbers for the organization where this 
application or proceeding is assigned are (703) 308-4242 for regular communications and (703) 308-8724 
for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding should 
be directed to the receptionist whose telephone number is (703) 308-0196. 


BJ Forman, Ph.D. 
January 9, 2001 


